The Geographical Names and Distinctive Signs
Graciosa Rainha Moreira, Marcelo Rutowitsch Chimento, Mônica Christina Rodrigues Morgado, Patrícia Pereira Peralta
INPI, Academia de Propriedade Intelectual, Inovação e Desenvolvimento, Rio de Janeiro, Brazil.
Abstract. Currently there is a growing demand for quality products. The consumer searches for greater food safety emphasizing the producer/origin of products. The distinctive signs of commerce are great allies in this process, because they facilitate the identification of products associated with the image of quality, prestige or tradition. This new reality has intensified both the competition among products and the need to protect genuine products from counterfeit ones or unfair competition. The trademark and geographical indication, in this competitive environment, have an important role and constitute intangible goods whose economic value is recognized by companies and producers. With the increasing number of new registrations of trademarks and geographical indications, cases of conflicts in the use of geographical names have occurred more frequently in these two significant distinctive signs of trade. Considering the economic importance of the theme and based on the national and international literature, this paper presents the points of confluence between geographical names and the distinctive signs of the trade: trademark and geographical indication. The rationale for the preparation of this study lies in the importance acquired by the assets protected by industrial property rights as strategic factor trademarket and the added value of products with geographical indications. The objectives were addressed through the use of a methodology based on description and explanation, with the theoretical support of some Brazilian and Portuguese scholars. After the presentation of some cases of use of geographical names as intellectual property, it was observed that they have an important role as a distinctive element and that there are many attempts to use geographical names improperly.
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1. Introduction
There is increasing demand for products with "quality". The definition of "quality" varies according to each area in which the issue is dealt with. However, it is undeniable the role that distinctive signs in the selection process, as it facilitates the identification of products associated with the image quality, prestige or tradition (SOUSA e SILVA, 2008).
This reality has worsen/stimulated competition, hence the need to differentiate and protect genuine products. The trademark and the geographical indication in this context have an important role, constituting intangibles of economic value recognized by firms and producers.
With the increasing number of new registrations of trademarks and geographical indications, more often in the doctrine conflicts between geographical names used as distinctive commercial signs have been mentioned. Considering the commercial relevance, based on the national and international literature, this paper presents the confluent points between geographical names and distinctive commercial signs, namely, trademark and geographical indications.
The justification for this study lies in the importance acquired by property protected by industrial property rights as a strategic factor in the trademarket and the added value that the products may acquire by bear geographical names capable of transmitting values ​​appreciated by the public.
The objectives were addressed through the use of a descriptive and explanatory basic methodology. The review of current literature covered the geographical indication (GI) terms, trademark and geographical names, and also some disputes concerning the use of these distinctive commercial signs. Consultations were also held with the site of the Brazilian National Institute of Industrial Property – INPI -  and the Brazilian Institute of Geography and Statistics - IBGE, as well as analysis of the Brazilian legislation on industrial property.
2. Distinctive Signs
Worried about competition, business owners can mitigate its effects by differentiation of products and services – and that is the importance of protecting these signs. Distinctive commercial signs are those that “(...) individualizam o empresário, o estabelecimento comercial e os seus produtos, mercadorias ou serviços, os quais atribuem renome ou fama à empresa e lhe permitem conquistar ou aumentar a sua clientela e, assim, obter uma posição favorável no mercado” (ALMEIDA, 1999, p.14).
The distinctive commercial signs are meant to help customers to recognize products or commercial establishments, differentiating them from others, through the use of phonetic or visual means. Trademark and geographical indication (GI) are two examples of the kind.
Almeida (1999, p.15) mentions the words of Ferrer Correia to differentiate the distinctive signs of other industrial properties, where
“a característica comum a todos estes sinais é a sua acessoriedade. Embora se trate de verdadeiros bens em sentido jurídico – bens que a lei protege automaticamente, independentemente do prejuízo que a sua violação possa acarretar à empresa – eles desempenham uma função meramente instrumental, não sendo possível o seu uso ou fruição à margem de um estabelecimento. Nisto (na sua natureza instrumental) se distinguem os sinais distintivos de outros direitos de propriedade industrial: por exemplo, de uma patente de invenção, de um modelo de utilidade, etc”.
In Brazil, the trademark and the geographical indication need to be registered by the already mentioned National Institute of Industrial Property (INPI). In the present study, we will address these two institutions because both use or may use a geographical name.
2.1. Trademark
The trademark is a sign that is intended to distinguish products or services, distinguishing them from other similar ones. For João da Gama Cerqueira trademark is "todo sinal distintivo aposto facultativamente aos produtos e artigos das indústrias em geral para identificá-los e diferençá-los de outros idênticos ou semelhantes" (CERQUERIA, 1982, p.49). The distinctive feature of the trademark allows consumers to, in an easy and practical way, identify and choose what they want to consume.
Brazilian law does not define the trademark, but establishes what can be registered as such:
“(...) todo sinal distintivo, visualmente perceptível, que identifica e distingue produtos e serviços de outros análogos, de procedência diversa, bem como certifica a conformidade dos mesmos com determinadas normas ou especificações técnicas. O caráter de distintividade é requisito legal e encontra-se consagrado no artigo 122 da Lei nº 9.279/96 (Lei da Propriedade Industrial – LPI)” (INPI, 2012, p.5).
Brazilian Industrial Property Law – LPI - establishes an extensive list of signs that cannot be registered as trademarks, whether they belong to all, whether they cannot belong to anyone, or because they already belong to someone. For the object of this study, what matters is the legal prohibition contained in sections IX and X of art. 124 of the LPI,
IX - geographic indications, imitations thereof likely to cause confusion or signs that might falsely suggest a geographic indication; 
X - signs that suggest a false indication with respect to origin, source, nature, quality or utility of the product or service to which the trademark is directed; (Art. 124, da LPI de 1996)
The nature, composition or quality of the trademarked object is not indicated by the trademark. Trademark allows the consumer to make a choice between similar products, a first time, and enjoying the labeled product characteristics, to repeat their choice. This may be the reason why the entrepreneur must repeat or improve the characteristics mentioned, but there is no legal link between the trademark.
In Brazilian law, in art. 130 of the LPI, is assures to the holder the right to assign or license it. In the latter case, Ascensão (2002, p.45) states that, just because they grant licenses for the use of mark to the various entities, trademark, with different exploiting conditions, such a sign ceased to indicate any origin. Thus, under the same trademark good or bad products are marketed. This justifies, long ago, trademark has ceased to indicate the origin, although some of the academic repeat it like a mantra.  LPI, itself, defining individual trademarks states that the indicate the source.
Although trademark do not indicates origin nor guarantees the quality of the good, it can play an important role since it allows the identification by the consumer of products or services that meet their expectations. The maintenance of these characteristics can retain consumers loyalty, which culminates to represent the trademark's success.
In Brazil, the trademarks can be classified as product or service, collective trademark or certification trademark, as exemplified in Table 1.
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Table 1. A comparative between the three types of trademarks. 
Source: Adapted from BRUCH(2014).
As mentioned before, the product or service trademark is used to distinguish it from other identical or similar ones. The collective trademark, according to art. 123, item III of the LPI/96, is intended to identify and distinguish a good or service “(…) originated by members of a given entity” (INPI, 2012, p.5). It is supposed to inform the consumer that the product or service trademarked comes from members of a collectivity. And the certification trademark, according to art. 123, paragraph II of the LPI, is used to “(…) attest that a product or service conforms with determined technical norms or specifications, notably with reference to its quality, its nature, the material used and the methodology employed” (INPI, 2012, p.6). Its goal is to certify compliance with the rules and technical standards specified by the trademark holder, containing the characteristics of the goods or services object of certification according to controlling measures of for compliance with these characteristics to be observed by the holder.

2.2. Geographical Indication
The identification of certain products with their geographical origin is a secular practice. Wines, olive oils, cheeses and fruits are some examples of products that are trademarketed with the identification of the geographical origin which is able to translate quality and typicity. There are several products with geographical indications, such as the wine from "Vale dos Vinhedos", in Brazil, the cheese from "Serra da Estrela" in Portugal, among others. According to Sousa e Silva (2008, p.2), “a origem geográfica acabou assim por constituir uma espécie de pedigree do produto, dando-lhe uma valorização suplementar, que resulta num acréscimo de procura e, naturalmente, de preço”.  
Products recognized by their place of origin stand out in the trademarket by its characteristics or even by their typicities.  This entails the fake ones because uncertain origins of products rely upon these geographical names, taking advantage of the fame and reputation of those from true origin.
But the geographical indication is not only a tool to curb counterfeited goods, it can be an opportunity for the economic development of the producing regions, since there is an increasing demand for differentiated goods.
The world's interest in the protection of geographical indications, due to the development may represent to the region and the repressions of misuse of these indications is increasing. China, for example, after a technical cooperation agreement signed with France, has registered dozens of geographical indications for Chinese products (KAKUTA et al., 2006).
According to Gonçalves, “a indicação geográfica constitui-se de um nome geográfico reconhecido de uma região ou localidade, por seus produtos ou serviços. Contudo, no plano jurídico, não basta a ocorrência destas condições que formam o conceito material da indicação geográfica.  A figura da indicação geográfica nasce como instituto jurídico, somente no momento em que é reconhecida” (Gonçalves, 2007, 193). One must mention that, internationally, there are differences between the terms used and the content of the rights conferred.
The original version of the Paris Convention for the Protection of Industrial Property- CUP - 1883, the first international landmark for the protection of industrial property rights, was limited to suppress the false indications of origin related to goods. Only in the fifth revision of that Convention, held in The Hague in 1925, is that indications of source and appellations of origin were identified as the object of protection for industrial property (Gonçalves, 2007, 94).
In 1891, the countries that considered the established in art. 10 of CUP was unsuitable to protect their interests, signed the Madrid Agreement for the repression of false indications of origin of the goods. However, this agreement allowed the repression of any indication that referred the source and not necessarily the requirements today in force for the recognition and protection of a geographical indication as such were present.
In 1958 the Lisbon Agreement is signed for the protection of designations of origin, distinguishing them from the indication of origin. Essential for the designation of origin institute, this Agreement has created an international registry, avoiding the vulgarization of a DO in another country member of the Agreement as well as the use of DOs accompanied by the terms "type", "gender", "style”, or the like.   Brazil is not a member of this Agreement.
The Agreement of  Trade-Related Aspects of Intellectual Property Rights - TRIPS, a part of the legal system of the World Trade Organization - WTO, establishes in its art. 22 and the subsequent, the protection of geographical indications.
Within the European Union, the Regulation CE 510/2006 provides for the protection of geographical indications and designations of origin for agricultural products and foodstuffs. Creates also two distinct species of the geographical indications, which are: a protected designation of origin - PDO - and the protected geographical indication - PGI. Despite the different species created, the protection given by geographical names recognized as geographical indications is identical and is established in art. 13 of the Regulation.
MERCOSUR  Harmonization Protocol on  Intellectual Property  Standards defines two different figures: the indication of origin and the designation of origin.
As can be seen, the names of international instruments dealing with the matter are not uniform, nor the national laws of the countries members of these agreements, unions and organizations. Of course, there are rules providing for protection of geographical names as a protection provided by the various international and national legal instruments of each country.
In Brazil, the registration of GIs is done by the INPI, which is responsible for the analysis of the application, protection granting and the definition of  the conditions for registration of GIs as single paragraph of Article 182 of the LPI establishes.
LPI, which establishes rights and obligations related to industrial property, does not define geographical indication. It only presents the geographical indication as a genus divided into two species: indication of source (IS) and appellation of origin (AO).
According to Article 177 of the LPI, the indication of source (IS) is the “geographical name of a country, city, region or locality of its territory, which has become known as a centre of extraction, production or manufacture of a determined product or for providing a determined service”. The following article from the same LPI provides that the appellation of origin (AO) is the o “geographical name of a country, city, region or locality of its territory, which designates a product or service, the qualities or characteristics of which are exclusively or essentially due to the geographical environment, including natural and human factors”.
The evidence of fame or tradition of a region is essential for the registration of an IS, however, to be registered as AO, it will need to be demonstrated that natural and/ or human natural conditions of the geographical  region renders the product or service specific qualities and characteristics.
Until the end of 2014, INPI has registered 41 Brazilian geographical indications, 33 of which are indications of source and eight are appellation of origin (INPI, 2015). Eight foreigner geographical indications have been registered, until the same year.  Products like wine, green coffee, shrimp, sugar cane brandy, pots, cheese, jewelry, shoes, rice, handicrafts, colored cotton, among others, demonstrate that the variety of use of GI is great.

2.3. Trademark and Geographical Indication: a comparative
Trademark and the geographical indication are distinctive signs that shall be affixed to the products or services. The use of a trademark does not exclude the concurrent use of an GI on the same product or service. Thus, in a product bearing a GI,  it can (and should) be affixed the individual producer trademark, so that consumers seeking a product with the GI characteristics in question, acknowledge, by means of the trademark, the producer that he pleases the most.  Table 2 shows a comparison between geographical indications and individual trademarks for goods or services (it will not be discussed in this context collective or certification trademarks).
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Table 2. A comparison between brand and geographical indication.
Source: Adapted from Barbosa & Peralta & Fernandes, 2013.

3. Geographical Name and Distinctive Signs
Since the establishment of humanity on the earth's surface, society has always sought to identify, in some way, the most meaning local and characteristic geographic aspects  not only make their presence, but  serving as a localization reference in the territory. This frame of reference and identity with the territory is called geographical name.
The United Nations Group of Experts on Geographical Names (UNGEGN) defines geographical name as a name applied to any feature on the Earth's surface. These features are as follows:
- Locations population, such as cities, towns and villages;
- Political and administrative division, such as country, states, municipalities, districts, neighborhoods;
- Natural features such as rivers, mountains, cables, lakes, seas;
- Works and man-made constructions - highways, airports, ports;
- Areas not defined administratively or areas with specific locations, such as fishing grounds and sacred areas.
The geographical names are important to a nation, because they materialize significant points of reference in the geographic space, represent the cultural and historical heritage, reflect the historical patterns of occupation and linguistic diversity and make up the geographical indications (MATHIAS, 2010).
In Brazil there are two governmental agencies responsible for land mapping: the Brazilian Geographical and Statistics Institute (IBGE) and the Geographic Division of Brazilian Army (DSG). The IBGE uses the anthropological method of collection of geographical names, that is, the names of geographic features are collected according to local information of its search. Geographical names are processed and standardized considering the linguistic, historical and geocartographical aspects, as well as and UNGEGN recommendations.
3.1. The adoption of the geographical name as a distinctive sign and possible conflicts in accordance with the industrial property law
A geographical name, in the case of Brazil, may constitute a trademark. In the case of indications, geographical names are important elements constituting the essence of the signal.
According to art. 181 of the LPI, “a geographical name that does not constitute an indication of source or an appellation of origin may serve as a characteristic element of a product or service trademark, provided that it does not suggest a false source” (Brazil, 1996). However the use of some geographical indications in the composition of trademarks is forbidden by item IX of art. 124 of the LPI (Brazil, 1996), establishing that it cannot be registered as trademark any sign constituting of “geographic indications, imitations thereof likely to cause confusion or signs that might falsely suggest a geographic indication”, as seen previously.
As for geographical names registered as GIs, these can only be used as distinguishing sign by the people who extract, produce or manufacture products or provide services in the area bounded by the GI and, according to its regulation of use. For, according to art. 182 of the LPI, the “use of a geographical indication is restricted to the producers and providers of services established in the locality, quality requirements also having to be met in relation to appellations of origin” (Brazil, 1996). Thus, once registered a geographical name as GI, the individual use of it as a trademark is prohibited.
When there is a geographical name already registered as a trademark, it is not forbidden to register it as GI. Thus, one can cite the case of individual trademark Salinas, registered in 1993 for spirits distilled from cane sugar, and the geographical indication “Região de Salinas”, recorded in 2012 for the same product. The term "salinas" alone does not necessarily refer to a geographical region, so the item X of art.124 of the LPI, which prohibits register as a trademark “signs that suggest a false indication with respect to origin, source, nature, quality or utility of the product or service to which the trademark is directed”, was dully observed when the trademark was registered.  
Another important aspect is that the item X of art. 124 of the LPI, forbids the registration of any sign with misleading character, which misleads the consumer public to believe that the product or service comes from a source or origin other than the true one. This signal prevents the granting of signs with misleading character and, among these, signs with false origin indications as they appeared in the CUP. Examples of non-registrable trademarks due to the false origin or source they represent are:
- “Vinho da França” - spirit – Brazil - non-registrable because it is a signal that induces a false source/origin, because France is a country known for producing wines. (INPI, 2012, p.21);
- “Swiss Military” – watches – EUA – non-registrable because it is a signal that induces a false source/origin, because Switzerland is a country known for producing watches. (INPI, 2012, p.21)
It should be noted that a geographical name can turn into a generic term, it can lose the function of indicating origin when it represents only a product or a way to make a particular product. According to Gonçalves (2007), for this to happen it is necessary the accomplishemente of three conditions: i) that the use of the geographical name occurs by entrepreneurs not established in the locality;  ii) that producers established in the region have not claimed the exclusive use (and protection) of the geographical name as such; iii) and that the name is unique and essential to identify a product. Therefore, “reunindo-se estas condições considera-se o nome geográfico de domínio público” (Gonçalves, 2007, 82).
A generic or public domain geographical name cannot be registered as a geographical indication, pursuant to art. 180 of the LPI, which states: “when a geographical name comes into common use, with respect to a given product or service, it will not be considered as a geographical indication”.  Here we point out the example of Brazilian cheese minas, where "minas" refers to the cheese making process and not to the state of Minas Gerais. Thus, under Brazilian law, the geographical name Minas cannot constitute a geographical indication because it is generic, as it identifies how the product is manufactured throughout the country (BARBOSA et al., 2013).
It should be noted that it is possible to use a geographical name as a trademark without inducing the false indication of origin or source. It is the case name Everest, protectable as a trademark, to mountaineering shoes, although representing a geographical location, is used with an unrealistic connotation that does not lead to a false source of origin (ASCENSÃO, 2006, p.258).
There are plenty of geographical names that can be registered as a trademark, since they do not transmit any value on the origin of products that they mark. However, all care in granting trademark is necessary so as not to constitute a right of exclusive economic exploitation, to a sole proprietor able to curtail the rights of other producers whose products are noteworthy as originating in a region or geographical location.
To reflect on the importance of geographical names for geographical indications, it is noteworthy that the geographical names may change over the years by linguistic, political or economic issues, among others. Changes may arise from the dynamics of the colloquial use of the name, such as the Vale do Rio dos Sinos, whose name refers to the valley formed along the Rio dos Sinos, in Porto Alegre (RS), which today is better known as Vale do Sinos and, with the latter spelling was registered the GI “Vale do Sinos” for finished leather.
Over the past 20 years, the names of approximately 30 municipalities have changed, according to the Database Territorial Structures, by IBGE. Changes may include spelling corrections as in the city of Moji Mirim in São Paulo, which was changed to Mogi Mirim, in 2014. There might be changes from the simplification of the geographical name, for example, São Valério da Natividade in Tocantins which was changed to São Valério, in 2007. Or the exchange of a name for a completely different from the previous one, as Mosquito, also in Tocantins, which was changed to Palmeiras de Tocantins in 1998 (IBGE, 2015).
Changing the names of municipalities only becomes part of the national mapping after the existence of a state law that formalizes the new name. However, to change the names of other places, rivers, mountains or other geographical features, there is no legal obligation, it just needs the use by local speakers and the constancy of the use of the new name for the said feature, so these names once collected by IBGE may appear on the official mapping.
LPI does not take into account the possibility of changing a geographical name. Once it is registered as a GI, the right of its exclusive use and the consequent protection fall under that sign and does not extend to any future changes or modifications. The registration does not provide the security envisaged for the maintenance of tradition, fame, features linked to the (changing) geographical name.  
For these reasons, the matter deserves further reflection, mainly because the registration is very recent, in our country, any discussion about the relationship between geographical names, trademarks and geographical indications.

4. Conclusion
In recent years, the geographical names have become increasingly important as a means of differentiation in competitive markets. They contribute to refer the image of the product of a region, becoming important elements to guide the consumer buying decision, with potential added value.
Despite the growing economic importance of the use of geographical names as distinctive commercial signs, these are still imperfectly covered by the legislation.
Given the growing potential in the use of geographical names, evidenced by the number not as expressive but, the increasing number of  geographical indication registrations in Brazil, doubts and conflicts must also multiply. That is the reason why one needs to rediscuss the legal framework, in order to include the issues raised here, adapting the protection to social and economic reality, avoiding disputes and considering the diversity of names that are constructed from the social experience, linked to a location, although not part of the formal definition.
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